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7) Q Claim(s) is/are objected to. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claim 6 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject matter. 

While the claim recites a computer-readable recording medium, it does not specifically 
recite that a computer program is encoded upon it. Such a claimed computer program does not 
define any structural and functional interrelationship between the computer program and other 
claimed elements of a computer which permit the computer program's functionality to be 
realized. In contrast, a claimed computer-readable medium encoded with a computer program is 
a computer element which defines structural and functional interrelationships between the 
computer program and the rest of the computer which permit the computer program's 
functionality to be realized, and is thus statutory. See In re Lowry, 32 F.3d at 1583-84, 32 
USPQ2dat 1035. 

A suggested replacement for the claim's preamble is: "A computer-readable medium 
encoded with a computer program for . . .". 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by Tamura (U.S. 
Patent Application Publication No. 2002/0048455). 

Regarding claims 1 and 5, Tamura discloses an image processing apparatus (see Figure 
1) to capture an object (using image pick-up element 3; see paragraph 88) and record a captured 
image (in frame memory 9; see paragraph 95) comprising: 

a creation means (signal processing circuit 6) for creating one composite 
image from an arrangement of a plurality of associated captured small images 
(circuit 6 is structured to display stored images on image display section 91 [see 
paragraph 91]; a number of thumbnails are composed into a user interface image 
for display [see paragraph 2 1 9 and Figure 13]); 

a display control means (signal processing circuit 6) for controlling 
display of the composite image (see paragraph 91); and 

an extraction means (signal processing circuit 6) for extracting a specified 
small image from the composite image whose display is controlled by the display 
control means (selected thumbnails from the display are sent to printer 130 as an 
index image; see paragraph 219). 
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Regarding claim 2, Tamura discloses: 

a storage means for storing the composite image created by the creation 
means (it is inherent that some sort of display memory is present for use with 
image display section 18; otherwise, the screen image would not be visible long 
enough for it to be usable). 
Regarding claim 3 5 Tamura discloses: 

a determination means (signal processing circuit 6) for determining 
whether or not the specified small image is selected from the composite image 
whose display is controlled by the display control means (only selected 
thumbnails are sent to printer 1 30; see paragraph 219), 

wherein, when the determination means determines that the specified 
small image is selected, the extraction means extracts data corresponding to the 
specified small image from the composite image stored in the storage means 
(selected thumbnails are sent to printer 130; see paragraph 219). 
Regarding claim 4, Tamura discloses: 

a print instruction means (transmitter-receiver unit 40) for transmitting the 
small image extracted by the extraction means to an image print apparatus (220) 
and instructing to start printing (see paragraphs 107 and 1 12). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tamura. 
Claim 6 can be treated like claims 1 and 5. However, Tamura is silent with regard to 

using a program to perform the steps. 

Official Notice is taken that it was well known in the art at the time the invention was 
made to perform image processing using software. An advantage of doing so is that the software 
can be easily updated relative to replacing hardware components. For this reason, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to have 
Tamura's imaging system implement its functions using a computer program. 



Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Whipkey, whose telephone number is (571) 272-7321. The 
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examiner can normally be reached Monday through Friday from 9:00 A.M. to 5:30 P.M. eastern 
standard time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vivek Srivastava, can be reached at (571) 272-7304. The fax phone number for the 
organization where this application is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





JTW 

February 22, 2007 



VIVEK SRIVASTAVA 

SUPERVISORY PATENT p*a.Mimfo 
TeChNOuOQY CENTER **0G 



